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“D.R10/2019 Trademarks Bill 2019 First reading: 09/04/2019, The second reading: 02/07/2019, Passed At:
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? The World Intellectual Property Organization, Who can use the Madrid System? You can use the Madrid System
if you have a personal or business connection to one of the System’s members. This means you must either: be domiciled,
have an industrial or commercial establishment in, or be a citizen of one of the 121 countries covered by the Madrid System's

105 members. duduidle @ AUYIBU WA b&olo  https//www.wipo.int/madrid/en/#accordion__collapse 01
“D.R.10/2019 Trademarks Bill 2019 First reading: 09/04/2019, The second reading: 02/07/2019, Passed At:

02/07/2019 https://www.parlimen.gov.my/bills-dewan-rakyat.htm?uweb=dr&ang=ent dududle @ Mueneu we. besl
< Part | PRELIMINARY 1. (2) This Act comes into operation on a date to be appointed by the Minister by notification

in the Gazette and the Minister may appoint different dates for the coming into operation of different Parts or different

provisions of this Act.

®° Part | Interpretation 2. (1) “sign” includes any letter, word, name, signature, numeral, device, brand, heading,
label, ticket, shape of goods or their packaging, colour, sound, scent, hologram, positioning, sequence of motion or any
combination thereof;

Definition of “trademark” 3. (1) “Trademark” means any sign capable of being represented graphically which is

capable of distinguishing goods or services of one undertaking from those of other undertakings. (2) A sign may constitute a
trademark even though it is used in relation to a service ancillary to the trade or business of an undertaking and whether or
not the service is provided for money or money’s worth. (3) References in this Act to a trademark includes, unless the context
otherwise requires, references to a collective mark or certification mark.

*® Trade Marks Act, 1976, Section 3 Interpretation (1) “mark” includes a device, brand, heading, label, ticket, name,
signature, word, letter, numeral or any combination thereof;
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°® Chapter 2 Application for registration of trademark, 17 (2) An application for the registration of trademark shall
be made in the form as determined by the Registrar within the prescribed period together with the payment of the prescribed
fee.

*" Application in multiple classes 18. (1) An application under subsection 17 (2) may be made in a single application
listing goods or services belonging to several classes of classification to the Registrar. (2) An application under subsection (1)
shall result in one registration.

°< Counterfeiting a trademark Section 99. (1) Any person who counterfeits a registered trademark by— (a) making a
sign identical or similar to a registered trademark with the intent to deceive; or (b) falsifying a genuine registered trademark,
whether by alteration, addition, effacement, partial removal or otherwise, without the consent of the registered proprietor of
the trademark commits an offence and shall, on conviction, be liable to a fine not exceeding one million ringgit or to
imprisonment for a term not exceeding five years or to both.

°¢ Section 81. Falsely representing a trade mark as registered

(1) A person who makes a representation—

(a) with respect to a mark, not being a registered trade mark, to the effect that it is a registered trade mark;

(b) with respect to a part of a registered trade mark, not being a part separately registered on a trade mark, to the
effect that it is so registered;

(0) to the effect that a registered trade mark is registered in respect of goods or services in respect of which it is not
registered; or

(d) to the effect that the registration of a trade mark gives a right to the exclusive use of the trade mark in
circumstances in which, having regard to conditions or limitations entered on the Register, the registration does not give that
right,

is guilty of an offence and is liable, on conviction, to a fine not exceeding five hundred ringgit or to a term
of imprisonment not exceeding two months or to both.

®® Chapter 1 Madrid Protocol Interpretation

74. For the purposes of this Part, “Madrid Protocol” means the Protocol relating to the Madrid Agreement
concerning the International Registration of Marks, adopted at Madrid on 27th June 1989. Regulations relating to Madrid
Protocol

75. (1) The Minister may make regulations to give effect to the provisions of the Madrid Protocol in Malaysia.
(2) Without prejudice to the generality of subsection (1), regulations may provide for all or any of the following purposes:

(a) all matters relating to applications for international registration of trademarks including where the basic Malaysia
application or registration fails or ceases to be in force and its renewal;

(b) all matters relating to requests to extend to Malaysia the protection resulting from international registration of
trademark and including the effects of such requests;
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(o) all matters relating to the protection to protected international registration designating Malaysia including the
cessation of such protection;

(d) all matters relating to the transformation of an application for an international registration, or an international
registration, into a national application for registration including the effects of such transformation;

(e) all matters relating to the cancellation of an international registration including the effects of such cancellation;

(f) all matters relating to a protected international registration designating Malaysia including the application of
section 61 and Parts Xlll and XV;

(g) the payment of fees and amounts prescribed in respect of applications for international registrations, extensions
of protection and renewals; and

(h) all other matters as are necessary or expedient to be prescribed for giving effect to this Act.

&)
@ Article 14 Becoming Party to the Protocol; Entry into Force
(1) (a Any State that is a party to the Paris Convention for the Protection of Industrial Property may become party to this
Protocol.
(b) Furthermore, any intergovernmental organization may also become party to this Protocol where the following conditions are fulfilled:

(i) at least one of the member States of that organization is a party to the Paris Convention for the Protection of Industrial Property;

(ii) that organization has a regional Office for the purposes of registering marks with effect in the territory of the organization, provided that
such Office is not the subject of a notification under Article 9quater.
(2) Any State or organization referred to in paragraph (1) may sign this Protocol. Any such State or organization may, if it has signed this

Protocol, deposit an instrument of ratification, acceptance or approval of this Protocol or, if it has not signed this Protocol, deposit an instrument of
accession to this Protocol.

(3) The instruments referred to in paragraph (2) shall be deposited with the Director General.
(4) (a) This Protocol shall enter into force three months after four instruments of ratification, acceptance, approval or accession have

been deposited, provided that at least one of those instruments has been deposited by a country party to the Madrid (Stockholm) Agreement and at
least one other of those instruments has been deposited by a State not party to the Madrid (Stockholm) Agreement or by any of the organizations

referred to in paragraph (1)(b).
(b) With respect to any other State or organization referred to in paragraph (1), this Protocol shall enter into force three months after the
date on which its ratification, acceptance, approval or accession has been notified by the Director General.

(5) Any State or organization referred to in paragraph (1) may, when depositing its instrument of ratification, acceptance or approval of,
or accession to, this Protocol, declare that the protection resulting from any international registration effected under this Protocol before the date of

entry into force of this Protocol with respect to it cannot be extended to it.
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= The ASEAN Intellectual Property Rights Action Plan 2016 — 2025: Initiative 1 Improved patent, trademark, and industrial design
services / Initiative 4 Explore the feasibility of harmonizing formality requirements for trademarks and industrial designs across the region / Initiative
9 Improve service delivery of AMSs through connected online services, including patent, trademark, copyright and industrial design search systems,
and online filing systems / Initiative 10 Adopt modern Information Technologies to improve quality of regional services, including the development

of an automated (including translation) system for electronic correspondence and dossier systems for trademarks; online filing; sharing of patent and
copyright information through the establishment of regional patent and copyright databases; and updating an improvement of the regional industrial

design and trademark databases



